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Alexandria, V A 22313-1450 

Dear Sir: 

Appellant herewith respectfully presents a Brief on Appeal as follows: 
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1- REAL PARTY IN INTEREST 

The real party in interest is the assignee of record U.S. Philips Corporation, a 
Delaware corporation having an office and a place of business at 1 25 1 Avenue of the 
Americas, New York, NY 10020-1104. 
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Serial No.: 09/817,086 
Filed: March 26, 2001 
Page 4 of 17 



2. RELATED APPEALS AND INTERFERENCES 

Appellant and the undersigned attorney arc not aware of any other appeals or 
interferences which will directly affect or be directly afTecled by or having a bearing on 
the Board's decision in the pending appeal. 
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Case No. FR 000029 (7790/353) 
Serial No.: 09/817,086 
Hied: March 26, 2001 
Page 5 of 17 



3. STATUS OF CLAIMS 

Claims 1*7 are currently pending in the present application, and are the claims on 
appeal. See, Claims Appendix. 
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November 23,2005 
Case No. FR 000029 (7790/353) 
Serial No.: 09/817,086 
Filed: March 26, 2001 
Page 6 of 1 7 

4. STATUS OF AMENDMENTS 

Appellant did not file an after final request for reconsideration under 37 C.F.R. 
§1.1 16 in response to a Final Office Action dated May 24, 2005. A preliminary 
amendment of claims 5 and 7 were filed concurrently with the application on March 26, 
2001 , and entered into the record. An amendment of claims 1 07 in response to a Non- 
Final Office Action dated December 3 1 , 2003, was filed April ] , 2004, and entered into 
the record. 
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November 23,2005 
Case No. FR 000029 (7790/353) 
Serial No.: 09/817,086 
Filed: March 26, 2001 
Page7ofl7 

5. SUMMARY OF THii INVENTION 

As illustrated in FIGS. 1 and 2, apparatuses in the form of a pair of mobile radio 
telephones 1 and 50 of the same type both include a microprocessor 42 and an interface 
85 for exchanging update data for updating operation software stored within a memory 
45 of radio telephone 1 . The updating involves a communication by radio telephone 50 
of the update data stored within it memory 45 to the memory 45 of radio telephone 1 via 
a link/connection 80 whereby operation software stored previously stored within the 
memory 45 of radio telephone 1 is updated with the update data from the memory 45 of 
radio telephone 50. See, U.S. Patent Application Serial No. 09/817,0X6 at page 1, lines 
10-12; and page 2, line 23 to page 3, line 4. 
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6. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claims 1-7 stand finally rejected under 35 U.S.C. §1 12, HI as failing to comply 

with the written description requirement 

Claims 1 , 2 and 5-7 stand finally rejected under 35 U.S.C. §103(a) as being 

unpatentable over U.S. Patent No. 5,062,132 to Yasuda et al. in view of U.S. Patent No. 

6,771,317 to Ellis etui 

Claims 3 and 4 stand finally rejected under 35 U.S.C. § 103(a) as being 

unpatentable over U.S. Patent No. 5,062,132 to Yasuda et al. in view of U.S. Patent No. 

6,771,317 to Ellis et al. and in further view of U.S. Patent No. 6,285,916 to Kadaha et al. 
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November 23, 2005 
Case No. FR 000029 (7790/353) 
Serial No.: 09/817,086 
Filed: March 26, 2001 
Page 9 of 1 7 

7. ARGUMENT 

Written De scription Rejection , Specifically, Examiner Phu respectfully asserts 
the specification and abstract does not support the limitation "operation software*' as 
recited in independent claims 1, 5 and 7 in view of the disclosure of PCT WO 97/35453 
for updating and modifying the operation software is unsupported, because the Appellant 
did not incorporate PCT WO 97/35453 by reference in the original specification and 
Examiner Phu did not find any portion of the specification that is clearly disclosed that 
Appellant's invention is directly "operation software". The Appellant respectfully 
disagrees with the aforementioned assertion by Examiner Phu (or two reasons. 

First, a careful review of the present application reveals the present application 
was not directed in view of relying on PCT WO 97/35453 to fulfill its written description, 
best mode and enablement requirements in accordance with 35 U.S.C. § f] 2. Instead, the 
present application was directed to indicate it was an advancement over PCT WO 
97/35453. Thus, there is no need to incorporate PCT WO 97/35453 by reference in the 
original specification. 

Second, the original specification clearly states "The invention relates to an 
apparatus of a certain type comprising a storage device for storing performance data, . . 
For updating or modifyi ng the operation software of the apparatus, there is proposed in 
this patent document to utilize a PC type of computer, for example . See, U.S. Patent 
Application Serial No. 09/811 M6 at page 1, lines 1-12. Clearly, the above underlined 
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statement is a portion or the specification that clearly discloses lhat the Appellant's 
invention is directed to operation .software. This is further evidenced by the disclosure of 
the elements (i.e,, operation software) lhat are stored in a flash memory 45 (FIG. 2) for 
purposes of determining an operation of an apparatus 1 (FIG. 1). See, U.S. Patent 
Application Serial No. 09/817, 086 at page 2, lines 1 8-30. 

Withdrawal or the rejection of claims 1-7 under 3S U.S.C. §1 12, HI as railing to 
comply with the written description requirement is therefore respectfully requested. 

Obviousness Rejections . To establish a prima facie case of obviousness, three 
basic criteria must be met. First, there must be some suggestion or motivation, cither in 
the references themselves or in the knowledge generally available lo one of ordinary skill 
in the art, to modify the reference or to combine reference teachings. Second, there must 
be a reasonable expectation or success. Finally, the prior art reference (or references 
when combined) must teach or suggest all the claim limitations. Sec . MPEP §2143. 

The Appellant respectfully asserts that Examiner Phu has failed to establish a 
prima facie case of obviousness in view of the fact that there is no suggestion or 
modification to modify Yasuda in view of Ellis as proposed by Examiner Phu. 

Specifically, as illustrated in FIGS. 1 and 2, Yasuda teaches an operation of a 
predetermined key of a handset unit 1 A to transfer non-performance data (e.g., phone 
numbers) stored in a memory 9 incorporated within handset unit 1 A to a memory 9 
incorporated within a handset unit IB whereby the non-performance data that was 
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manually inputted for storage in memory 9 of handset unit 1A can be copied to memory 9 
of handset unit IB with an elimination of the requirement to manually input the same 
non-performance data into handset unit IB. See, Yasuda at Abstract; column 1, line 67 
u> column 2 ? line 11; column 2, line 66 to column 3, line 2; column 3, lines 59-68; 
column 5, lines 39-50; and column 6, lines 4-19; and column 6, lines 48-61 . Thus, at the 
time of the present invention, one having ordinary skill in the art would have understood 
the teachings of Yasuda were exclusively directed to transferring non-performance data 
manually inputted by anyone (e.g., a software novice or a software expert) into handset 
unit 1 A to unit handset IB to thereby eliminate a need for a manual input of non- 
performance data into handset unit IB. Conversely, at the time of the present invention, 
one having ordinary skill in the art would have understood the teachings of Yasuda were 
directed away from transferring performance data (e.g., software ofEWs) manually 
inputted by a software expert into handset unit 1 A to handset unit IB to thereby eliminate 
a need for a manual input of performance data into handset unit 1 B, because it would be 
have been impossible for a software expert to manually input performance data into 
handset unit 1 A. Thus, there is no motivation or suggestion to modify Yasuda to include 
an " updating means for updating the operation software stored within said storage device 
via an interfacing with another apparatus of the same type" as recited in independent 
claim 1, " tapping update data from a second apparatus of the same type as the first 
apparatus to update the operation software in the first apparatus " as recited in 
independent claim 5, and a means for exchany ing update data for updating operation 
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software .stored within a first apparatus, wherein a second apparatus communicates the 
update data to the first apparatus and the operation software stored within the first 
a pparatus is updated with the update data " are recited in independent claim 7. 

Withdrawal of the rejection of claims 1, 2 and 5-7 under §103 (a) as being 
patentable over Yasuda in view of Ellis is therefore respectfully requested. 

Claims 3 and 4 depend from independent claim 1 . Therefore, dependent claims 3 
and 4 include all of the elements and limitations of independent claim 1 . It is therefore 
respectfully submitted by the Appellant that dependent claims 3 and 4 are allowable over 
Yasuch in view of Ellis and in further view of Kadaha for at least the same reason as set 
forth with respect to independent claim 1 being allowable over Yasuda in view of Ellis. 
Withdrawal of the rejection of dependent claims 3 and 4 under U.S.C. § 103(a) as being 
patentable over Yasuda in view of Ellis and in further view of Kadaha is therefore 
respectfully requested. 
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Dated: November 23. 2005 



Respectfully submitted, 
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CARDINAL LAW GROUP 
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Evanstorv, Illinois 60201 
Phone: (847)905-7111 
Fax: (847)905-7113 



Jack D, Slobod 
Registration No. 26,236 
Attorney for appellant 




)arrin Wesley Harris 
Registration No. 40,636 
Attorney for Appellant 
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CLAIMS APPENDIX 

1 . An apparatus of a certain type, comprising: 

a storage device for storing operation software; and 

updating means for updating the operation software stored within said storage 
device via an interfacing with another apparams of the same type. 

2. The apparatus as claimed in claim U wherein said updating means are formed by 
a serial wire link. 

3. The apparatus as claimed in claim 1 , wherein said updating means are formed by 
an infrared link. 

4. The apparatus as claimed in claim 1 , wherein said updating means arc formed by 
a radio link of the type "Blue Tooth". 

5. A method, comprising: 

storing operation software in a first apparatus; and 
tapping update data from a second apparatus of the same type as the first 
apparatus to update the operation software in the first apparatus. 
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6. The method as claimed in claim 5, wherein tapping update data from a second 
apparatus of the same type as the first apparatus to update the operation software in the 
first apparatus includes: 

preparing the second apparatus for producing the update data; 

preparing the first apparatus for receiving the update data; 

transferring the update data from the second apparatus lo the First apparatus; and 

writing update data in the storage device of the first apparatus. 

7. A system, comprising: 

at least two apparatus of the same type; and 

means for exchanging update data for updating operation software stored within a 
first apparatus, wherein a second apparatus communicates the update data to the first 
apparatus and the operation software stored within the first apparatus is updated with the 
update data. 
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EVIDENCE APPENDIX 



None. 
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RELATED PROCEEDINGS APPENDIX 



None. 
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